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113 (COdette Bonnet, Managi ng Attorney).

Bef ore Seeherman, Walters and Rogers, Adm nistrative
Trademar k Judges.

Qpi nion by Walters, Adm nistrative Tradenmark Judge:
Downey Products, Inc. has filed an application to
regi ster on the Principal Register the mark DOANNEY LTD

for “fitted tonneau covers for notor vehicles.”?

! Serial No. 76318049, filed Septenber 20, 2001, based on an
all egation of a bona fide intention to use the mark i n comrerce.
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Applicant submtted a disclainmer of LTD apart fromthe
mark as a whol e. ?

The Trademark Exam ning Attorney has issued a
final refusal to register, under Section 2(e)(4) of
the Trademark Act, 15 USC 81052(e)(4), on the basis
that applicant’s mark is primarily nerely a surnane.

Applicant has appeal ed. Both applicant and the
Exam ning Attorney have filed briefs, but an oral
heari ng was not requested. W affirmthe refusal to
regi ster.

Whether a termis primarily nmerely a surnanme
depends on the primary significance of the termto the
purchasing public. In re Harris-Intertype Corp., 518
F.2d 629, 186 USPQ 238 (CCPA 1975); and In re Chanpion
International Corp., 229 USPQ 550 (TTAB 1985). The
Exam ning Attorney bears the burden of establishing a
prima facie case in support of the conclusion that the
primary significance of the termto the purchasing
public would be that of a surnane. |If a prima facie
case is presented, then the burden of rebutting that
showi ng shifts to the applicant. In re Etablissenents

Darty et Fils, 759 F.2d 15, 225 USPQ 652 (Fed. Grr.

2 This disclaimer was submtted by applicant, but not expressly
accepted by the Exam ning Attorney. However, we consider the
di sclainer to be part of the record.
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1985); In re Harris-Intertype Corp., supra; Inre
Pyr o- Spectacul ars, Inc., 62 USPQ2d 355 (TTAB 2002);
and In re Rebo High Definition Studio Inc., 15 USPQRd
1314 (TTAB 1990).

The Exam ning Attorney contends that the primry
significance of DOMNEY is as a surnane; that LTD
i ndi cates the formof a business organi zati on and does
not have trademark significance; that the addition of
LTD t o DOANEY does not change the surnane significance
of the DOWMNEY portion of the mark; and that DOAMEY LTD
is likely to be perceived as primarily nerely a
surnanme. In support of this position, the Exam ning
Attorney submtted an excerpt fromthe ReferenceUSA
dat abase containing listings of individuals from
several states in the United States with “Downey” as a
surnane and stating that the database contains 16, 675
such listings. The Exami ning Attorney al so submtted
a sanpling of articles retrieved fromthe LEXI S/ NEXI S
dat abase referring to nunerous different persons, each
wi th the surnane “Downey” (the LEXI S/ NEXI S search
results for “Downey” returned 99, 266 stories).
Additionally, we take judicial notice of the
dictionary definition submtted with the Exam ning

Attorney’s brief of “Itd” or “Ltd” as “abbreviation.
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1. Linmited. 2. Limted company,”?

and of a page from
Merriam Webster’'s Coll egiate Dictionary (3% ed. 1998)
showi ng no entry for the term “downey.”

Inits brief (p. 2), applicant “acknow edges t hat
the term*® Downey’ is used as a surnane,” but contends
that it is rare, and that DOANEY LTD is not primarily
nmerely a surnanme. Applicant states that the
popul ation of the United States is “over 286 mllion”;
that the nore than 16,000 residential listings for the
surnane “Downey” conprise “less that .006% of the
popul ation; and, thus, that “‘Downey’ is a rare and
unusual surnane and it will not be recognized as such
by the general purchasing public.” (Brief, p. 3.)
Applicant alleges, further, that because "“Downey” does
not appear in applicant’s mark preceded by initials or
a given nane, it will not be perceived as primarily
nmerely a surnanme. Applicant submtted copies of nine
third-party registrations and one third-party
application for conposite marks containing the term
DOWNEY; and copies of two applications filed by
applicant (which applications have matured into
Regi stration No. 2,792,211 for DOMEY SE, and

Regi stration No. 2,795,526 for DOMEY SST, both for

3 Mcrosoft Bookshelf Basics — Dictionary.
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t he sanme goods involved herein). Applicant argues
that the third-party registrations and application and
applicant’s registrations are evidence that “Downey”
is not primarily nmerely a surnane.

W note that anmong the factors to be consi dered
in determning whether a termis primarily nerely a
surnane are (i) the rarity of use of the termas a
surnane; (ii) whether anyone connected wth applicant
has the surnane in question; (iii) whether the termin
guestion has any recogni zed neani ng ot her than that of
a surnane; and (iv) whether the termhas the “l ook and
sound” of a surnane. 1In re Benthin Managenent GrbH,
37 USPQ2d 1332 (TTAB 1995). See also In re Gegory,
Application Serial No. 76277664 (TTAB May 12, 2004).

As noted herein, applicant has conceded that
“Downey” is a surnane. Additionally, we note the nore
t han 16, 000 phone listings for individuals with the
surnane of “Downey." Whiile the nunber of listings in
t he ReferenceUSA dat abase for “Downey” may be snall
conpared to the popul ation of the United States as a
whole, it is not an insignificant nunber. On this
point, the Board in In re Gegory, Application Serial
No. 76277664 (TTAB May 12, 2004), recently made the

foll ow ng statenent:
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We concl ude that the question whether a
surnane is or is not rare is not to be
determ ned solely by conparing the
nunber of listings of the name to the
total nunber of listings in a vast
conputeri zed database. Gven the |arge
nunber of different surnanmes in the
United States, even the npbst conmon
surnanes woul d represent but snal
fractions of such a database.

We concl ude that the nunber of references in the
af orenenti oned listings establish that “Downey” is not a
rare surname; and we note that applicant has provided no
evi dence that would warrant a different conclusion with
respect to this factor.

We now consi der whet her consuners will view "Downey"
only as a surnane, or will find it to have sone ot her
significance. As noted, there are a substantial nunber of
references in the LEXIS/NEXI S nmedi a excerpts to individuals

wi th the surnanme of “Downey,” which supports the concl usion
the public has had substantial exposure to “Downey” as a
surnanme and, thus, that it would be perceived by the public
as a surnane.

Additionally, the Exami ning Attorney submtted an
excerpt froma dictionary showing that there is no listing

for “downey,” which indicates that the word does not have

anot her conmmonl y- under st ood neani ng.
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W also find that “Downey” has the | ook and feel of a
surnane. It would not be perceived as an initialismor
acronym see In re Sava Research Corp., 32 USPQ2d 1380
(TTAB 1994), and it does not have the appearance of having
been coi ned. Rather, “Downey” appears to be a cohesive
termw th no neani ng other than as a surnane.

However, as in Benthin, supra, our inquiry does not
end here because the mark at issue is DOANEY LTD. W nust
consi der whet her the conposite mark is sufficiently
distinctive to create a separate non-surname inpression
We conclude that it is not. DOMEY is the first and nost
prom nent word in the mark; and the additional word LTD is
nerely an entity designation and does not take away from
or ot herw se change, the surnane significance of DOMEY.
See, Inre|l. Lewis CGgar Mg. Co., 205 F.2d 204, 98 USPQ
265 (CCPA 1953) [S. SEIDENBERG & CO.'Sis primarily nmerely
a surnane].

We concl ude that the Exam ning Attorney has
established a prima facie case, unrebutted by applicant,
that DOMEY LTD is primarily merely a surnane. W are not
per suaded ot herwi se by the third-party registrations in the
record or by applicant’s argunent that its two ot her
applications for marks containing the term DONNEY were

regi stered. Those cases are not before us and we nust
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consi der each case on its nerits. In re Nett Designs Inc.
236 F.3d 1339, 57 USPQ@d 1564, 1566 (Fed. Cir. 2001)["Even
if sone prior registrations had sone characteristics
simlar to [applicant’s application], the PTO s all owance
of such prior registrations does not bind the Board or this
court.”].

Decision: The refusal of registration under Section
2(e)(4) of the Act, on the ground that DOAMNEY LTD is

primarily nmerely a surname, is affirned.



